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DETAILED ACTION 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 11-12 and 15-19 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over USP Kawasaki et al. 



Kawasaki discloses the features including wear-resistant copper based alloy 
composition (abstract), silicide hard phase (col. 2, lines 45-49), and building-up 
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application with high-density energy (col. 1, lines 5-14) for valve seats (col. 5, lines 40- 
53). Therefore, when prior art compounds essentially "bracketing" the claimed 
compounds in structural similarity are all known, one of ordinary skill in the art would 
clearly be motivated to make those claimed compounds in searching for new products 
in the expectation that compounds similar in structure will have similar properties. In re 
Gyurik, 596 F.2d 1012, 1018, 201 USPQ 552, 557 (CCPA 1979); See In re May, 574 
F.2d 1 082, 1 094, 1 97 USPQ 601 , 61 1 (CCPA 1 978) and In re Hoch, 57 CCPA 1 292, 
1296, 428 F.2d 1341, 1344, 166 USPQ 406, 409 (1970). As stated in In re Peterson, 
315 F.3d 1325, 1329-30, 65 USPQ2d 1379, 1382 (Fed. Cir. 2003), that "A prima facie 
case of obviousness typically exists when the ranges of a claimed composition overlap 
the ranges disclosed in the prior art". Therefore, it would have been obvious to one of 
ordinary skill in the art to select any portion of range, including the claimed range, from 
the broader range disclosed in a prior art reference because the prior art reference finds 
that the prior art composition in the entire disclosed range has a suitable utility. Also 
seeMPEP§2131.03 and §2123. 

With respect to the instant claim Co content 0.01-1 .97 wt.% that is no different 
from 2 wt.% as taught by Kawasaki. A prima facie case of obviousness would exist 
where the claimed ranges and prior art do not overlap but are close enough that one 
ordinary skilled in the art would have expected them to have the same properties, In re 
Titanium Metals Corporation of America v. Banner, 227 USPQ 773 (Fed. Cir. 1985), In 
re Woodruff, 16 USPQ 2d 1934, In re Hoch, 428 F.2d 1341, 166 USPQ 406 (CCPA 
1970), and In re Payne 606 F.2d 303, 203 USPQ 245 (CCPA 1979). To overcome the 
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prima facie case, an applicant must show that there are substantial, actual differences 
between the properties of the claimed compound and the prior art compound. In re 
Hoch, 428 F.2d 1343-44, 166 USPQ 406 at 409. 

Moreover, Kawasaki teaches Fe can be used to substitute for part of Co (col. 6, 
lines 12-14). Therefore, the total content of claimed Fe+Co is still overlapped by 
Kawasaki. 

Claims 11 and 15-18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP 60110867. 

JP 601 10867 discloses the features including a boronized Mn layer containing 
the claimed elements and their proportions overlapped the claimed proportions 
(abstract). The boronized layer reads on the instant claimed cladding layer/sliding 
member since no structure is being defined. Therefore, when prior art compounds 
essentially "bracketing" the claimed compounds in structural similarity are all known, 
one of ordinary skill in the art would clearly be motivated to make those claimed 
compounds in searching for new products in the expectation that compounds similar in 
structure will have similar properties. In re Gyurik, 596 F.2d 1012, 1018, 201 USPQ 552, 
557 (CCPA 1979); See In re May, 574 F.2d 1082, 1094, 197 USPQ 601, 611 (CCPA 
1 978) and In re Hoch, 57 CCPA 1 292, 1 296, 428 F.2d 1 341 , 1 344, 1 66 USPQ 406, 409 
(1970). As stated in In re Peterson, 315 F.3d 1325, 1329-30, 65 USPQ2d 1379, 1382 
(Fed. Cir. 2003), that "A prima facie case of obviousness typically exists when the 
ranges of a claimed composition overlap the ranges disclosed in the prior art". 
Therefore, it would have been obvious to one of ordinary skill in the art to select any 
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portion of range, including the claimed range, from the broader range disclosed in a 
prior art reference because the prior art reference finds that the prior art composition in 
the entire disclosed range has a suitable utility. Also see MPEP § 21 31 .03 and § 21 23. 

Claims 11-19 are rejected under 35 U.S.C. § 103 as being unpatentable over EP 
1361288 (PTO-1449) in view of USP 5843243 to Kawasaki et al. 

EP 5843243 discloses the features including wear-resistant copper based alloy 
composition (abstract), silicide hard phase ([0007]), hardness and particle size ([0029]), 
and building-up application (abstract) for valve seats ([0073]). The difference between 
the JP 1361288 and the claims are as follows: JP 1361288 does not disclose the 
claimed particle size range and copper based alloy does not recite one of Ta, Ti, Zr, 
and/or Hf. However, JP 1361288 discloses that particle size is not limited to ranges 
disclosed. The particle size can be changed due to alloy composition, solidifying speed, 
and etc. Therefore, in the absence of unexpected result, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to optimize it for 
better wear resistance, since it has been held that discovering an optimum value of a 
result effective variable involves only routine skill in the art. In re Boesch, 617 F.2d 272, 
205 USPQ 215 (CCPA 1980). 

Kawasaki discloses that Ti and/or Zr function same as Mo (col. 7, lines 18-43). It 
has been held that combining known ingredient having known functions, to provide a 
composition having the additive effect of each of the known functions is within realm of 
performance of ordinary skill artisan. In re Castner, 186 USPQ 213 (217). The use of 
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conventional materials to perform their known functions in a conventional process is 
obvious. In re Raner, 134 USPQ 343 (CCPA 1962). 



Conclusion 



Applicant is reminded that when amendment and/or revision is required, 
applicant should therefore specifically point out the support for any amendments made 
to the disclosure. See 37 C.F.R. § 1 .121 ; 37 C.F.R. Part §41 .37 (c)(1 )(v); MPEP 
§714.02; and MPEP §241 1 .01 (B). 



Examiner Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to S. Ip whose telephone number is (571 ) 272-1 241 . The 
examiner can normally be reached on Monday to Thursday from 5:30 A.M. to 4:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Roy V. King, can be reached on (571)-272-1244. 

The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Sikyin Ip/ 

Primary Examiner, Art Unit 1793 
June 22, 2008 



